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Serial No. 08/249458 Sof 5 
Art Unit 1804 


et al. (pages 207-214) disclose the regeneration of maize from friable embryogenic callus of both 
type | and type fl tissue cultures. These authors demonstrate that maize tissue culture is capable 
of producing an abundance of fertile plants in which only 4 out of 111 regenerated plants 
demonstrated abnormalities. The explant tissue used by Armstrong et al,, immature-zygotic 
embryos, produced the totipotent regenerabie maize cells and totipotent embryogenic cells trom 
the scutellum. tt would have been obvious to the person having ordinary skill in the art to 
combine the method of Klein et al. to transform maize tissue previously dernonstrated in the art 
to be totipotent as the tissue would function as was demonstrated in the past — to produce via a 
process of regeneration -- fertile plants. Consequently, the use of particle acceleration 
technology to transform totipotent maize cultures is both the logical progression from the 
observation of stable transformation as noted in Klein et al. (page 562) to the use of known 
regenerable fertile tissue to providing motivation for the combination and a reasonable 
expectation of success. 


No claim is allowed. 


Any inquiry concerning this or earlier communication from the examiner should be 
directed to Gary Benzion, Ph.D whose telephone number is (703) 308-1119. The examiner can 
normally be reached on Monday-Friday from 8 AM to 4:30 PM. 


Hf attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Elizabeth C. Weimar can be reach on (703}-308-0254. 


Any inquiry of a general nature or relating to the status of this application should be 
directed to the Group receptionist whose telephone number is (703) 308-0196. 


Papers related to this application may be submitted to Group 180 by facsimile 
transmission. Papers should be faxed to Group 180 via the PTO Fex Center located in Crystal Mall 
1. The faxing of such papers must conform with the notice published in the Official Gazette, 
1086 OG 30 (November 15, 1989). The CM1 Fax Center number is (703}-305-3014. 


™ =e 


09/27/94 GARY BENZION 


PRIMABY EXAMINER 
GROUP 1809 
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IN THE!” TED STATES PATENT AND TRADEMAP OFFICE 
et EE NANI TRADEMAP 6“FFICE 


Applicant: R. C. Lundquist et al 

Title: FERTILE TRANSGENIC CORN PLANTS 

Docket No: 950 001US2 Serial No: 08/249.458 

Filed: May 26, 1994 Due Date: December 28, 1994 
Examiner: Gary Benzion Group Art Unit: 1804 


Hon. Commissioner of oe 
Patents and Trademarks 9-7" (i. () U4 
we 


ff. 


Washington, D.C. 2023) 






(iS yh 
Sir: 2 & 
HL \999 & 
We are transmitting herewith ie; achedayt 
iS 





XX Transmittal sheet in dup ng Certificate under 37 CFR 1.8. 
. Sheet(s) of | formal _ informal drawing(s). 

An Assignment of the invention to and Recordation Form Cover Sheet. 

A certified copy of a_ application, Serial No. . filed , 19, the right of priority of which is claimed under 35 USC 
Section 119. 

Small entity status of this application will be established at a later date. 

A verified statement to establish smal] entity status under 37 CFR. 1.9 and 1.27. 

A signed Combined Declaration and Power of Attorney. 

An unsigned Combined Declaration and Power of Attorney. 

A check in the amount of $65.00 to cover the Missing Parts Fee, 

. A check in the amount of $40.00 to cover the Assignment Recording Fee. 

X A return postcard. 


Laal 


baal 








_ Other: 
Ba ect 
X Amendment _X No Additional fee is required __ The fee has been calculated as shown: 
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(1) (2) 
Claims Highest Small Entity 
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After Previously 


Paid For 


Amcodment 





TOTAL CLAIMS 





INDEPENDENT 
CLAIMS 






TOTAL 





lf the difference in Column /) is tess than zero, enter "0" in Column f 
Please consider this a PETITION FOR EXTENSION OF TIME for sufficient number of months to enter these 
papers and please charge any additional required fees or credit Overpayment to Deposit Account No. 19-0743. 
A duplicate copy of this sheet is enclosed. 


CERTIFICATE UNDER 37 CFR 1.2: The undersigned hereby certifies that this Transmittal Letter and the Paper, as described 
hereinabove, are being deposited in the United States Postal Service, as first class mail, in an envelope addressed to: 
Commissioner of Patents and Trademarks, Washington, D.C 2023 l, on this 27 day of December , 1994. 


SCHWEGMAN, LUNDBERG & WOESSNER, P.A. py. (2> oe 
r 4 
3500 IDS Center, Minneapolis, MN 55402 (612-339-0331) Name: Warren D Woessner 


Reg No. 30,440 
(GENERAL) WDW:ska 
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Applicants: RC. Lundquist etal. . > 


Serial No.: 08/249,458 Art Unit: L864 | 

Filed: May 26, 1994 Docket: 950.001US2 

For: FERTILE TRANSGENIC CORN PLANTS 

Hon. Commissioner of Patent 

Wanane 20231 &y Ne, Pe, 
AMENDMENT 

Sir: 


In response to the Office Action mailed September 28, 1994, please amend the 
above-identified application as follows: 


In the Claims 
a 
Cancel claims Kh 


Claim 23 (amended). A process for producing a fertile transgenic Zea mays plant comprising 


De teenttatatetehiatbntien| 











the steps of (i) bombarding intact regenerabie Zea mays cells with 
DNA-coated microprojectiles, (ii) identify; Koming a population 
of transformed cells rt et integrated, ] 


and (ili) regenerating a fertjl¢ transgenic plant therefrom, wherein said 








DNA is transmitted thfough a complete sexual cycle of said transgenic 


plant to its progeny. 
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IN THE SPECIFICATION 


At page 1, after "This is a continuation of application Serial No. 07/974,379, 


etree 
filed Novernber 10, 1992", insert), which is a continuation of application Serial No. 
pL 07/467,983, filed January 22, 1990, abandoned—, 














Smt RN nr reine - 


Remarks 

Reconsideration and withdrawal of the rejection of the claims of the above- 
identified application is respectfully requested. Claims 25-28 having been cancelled, and 
Claim 23 having been amended, the claims pending in the application are claims 23 and 29. 

The amendment to claim 23 to recite that the bombarded cells are "intact," as 
opposed to protoplasts, is supported at page 3, full para 3, lines 1-3 of the specification. 

The specification has been amended to claim priority from grandparent 
application Serial No. 07/467,983, filed January 22, 1990. This amendment is supported by 
the copy of the declaration filed with the present Rule 60 continuation application, and by the 
Official Filing Receipt of the parent application. 

At page 2 of the Office Action, the Examiner provisionally rejected the claims 
under the doctrine of obviousness-type double patenting over claims 39, 41-42 and 47-48 of 
commonly-assigned, copending application Serial No. "07/[9}74,379," or over claims 23-29 of 
commonly assigned, copending application Serial No. "08/233,0[67]." At the time that 
subject matter is indicated to be allowable in the present application, a terminal disclaimer 


will be submitted, if necessary, should these rejections still be applicable. 


SM 0001035 





Case 1:04-cv-00305-SLR Document 217-6 Filed 01/11/2006 


At page 3 of the Office Action, the claims were rejected under 35 U.S.C. § 
112(1), on the basis that the specification only enables the erictaninaian of cells which have 
not been subjected to a process of protoplasting. The basis for this rejection is that, as of the 
filing date of the application, protoplasts had not been shown to be capable of regeneration 
into fertile Zea mays plants. This rejection is respectfully traversed, 

As amended, claim 23 recites that the Zea mays cells which are bombarded are 
"intact," i.e., have an intact cell wall. Intact Zea mays cells are contrasted to protoplasts at 
page 3, full paragraph 3 of the specification. Therefore, it is respectfully submitted that the 
claimed method has been adequately differentiated from a method involving bombardment of 
protoplasts, and withdrawal of the rejection is respectfully requested. 

At page 4 of the Office Action, the Examiner rejected the claims as obvious 
over commonly-assigned, copending application Serial No. 08/233,067. This rejection is 
respectfully traversed. 

The specification has been amended to recite the effective filing date of the 
present application, which is January 22, 1990. This date is prior to the effective filing date 
of Serial No. 08/233,067, which is that of Serial No. 213,298, filed April 17, 1990. No 
priority claim has been made to an earlier application. Thus, it is respectfully submitted that 
the '067 application is not prior art to the present application. Therefore, withdrawal of this 
rejection is respectfully requested. 

At pages 4-5 of the specification, the Examiner rejected the claims as obvious 
over Klein et al., Bio/Technology, 6, 559 (1988), in view of Armstrong et al., Planta, 164. 
207 (1985). This rejection is respectfully traversed. 


Page 6 of 5 


SM 0001036 





Re eee ee 








Case 1:04-cv-00305-SLR Document 217-6 Filed 01/11/2006 


With respect to the Klein et al. paper, the Examiner States that page 562, col. 2, 
discloses that the "stable transformation of maize callus via the disclosed technique is 
evident,” and concludes that "Klein et al. is clearly seen to teach the application of the 
method of bombarding maize scutellum and/or suspension cells to transform them." 

However, the Examiner is urged to consider that he is reading Klein et al. to "teach" much 
more than the art worker could possibly derive from this limited and specific disclosure. For 
example, Applicants specifically disagree with the Examiner's conclusion at page 5 of the 
Office Action that "the use of particle acceleration technology to transform totipotent maize 
cultures is both the logical progression from the observation of stable transformation as noted 
in Klein et al. (page 562) to the use of known regenerable fertile tissue..." for the following 
reasons: 

(1) Klein et al. do not disclose or confirm that the cultured BMS maize cells or the 
scutellum that were bombarded were stably transformed with the exogenous 
DNA, much less that the DNA could be passed from one cell generation to 
another. Klein et al. repeatedly refer to transient expression of the gene in both 
the cultured cells and scutellum. 

(2) Klein et al. do not disclose what type of tissue was used to produce the 
“cultures of maize" that were "stably transformed" in the “manuscript in 
preparation" much less that these cultures could be regenerated into fertile 
plants. The fact that both the cited Klein et al. paper and the later Klein et al. 
Plant Physiol, paper (91, 440 (1989)) use BMS cultures as starting materials is 


SM 0001037 


Page 7 of 50 


Case 1:04-cv-00305-SLR Document 217-6 Filed 01/11/2006 Page 8 of 450 


evidence that Klein et al. in fact transformed a tissue that could not be 

regenerated into plants. 

(3) The mention of "tissue" that will be a prime target for future attempts at 
transformation is clearly intended as a reference to scutellurn, not to callus, 

However, as noted at point (1) above, there is nothing to suggest that Klein et 

al. believed that they had achieved stable transformation of scutellum. 

Therefore, Klein et al. do not "teach" the production of stably transformed 

maize tissue. 

‘In conclusion, there is nothing in the Klein et al. paper that would "teach" 
(enable) the art worker to prepare a stably censieccoea maize tissue, or to regenerate the 
tissue into a fertile maize plant that can sexually transmit the introduced DNA to the next 
generation. The Klein et al. paper is no more than an invitation to conduct further undefined 
experiments, and does not amount to a suggestion, either considered alone, or in combination 
with Armstrong et al., to take the course that led to Applicants’ success. 

Even assuming, arguenda, that the cited art renders it prima facie obvious to 
proceed along the lines arguably suggested by Klein et al. to transformed bombard maize 
Type If callus, it is respectfully submitted that it would still be unexpected that fertile 
transgenic maize plants capable of transmission of the foreign DNA to progeny would be 
obtained by this route. As evidence of the reasonable expectations of the art with respect to 
these teachings, the Examiner is requested to consider paragraph 14 of the Rule 132 
declaration executed by Professor Ronald J. Phillips on July 20, 1992, in commonly-assigned 
application Serial No. 07/508,045, filed April 11, 1990. In his declaration, Professor Phillips 
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contrasts the regenerability of friable Type II embryogenic maize callus, to characteristics that 
would render its transformation unpredictable, namely its fragility and the uncertainty with 
respect to its ability to stably integrate the foreign DNA or to regenerate plants. Paragraph 
14, which summarizes his conclucions, is reproduced below: 

14. It might well be obvious for a researcher in this area to 

try to transform a maize tissue, cultured cells or protoplasts that 

had a history of "regenerability" in the untransformed state. 

However, the "state of the art" in mid-1989 to early 1990 would 

not permit one of ordinary skill in the art to reasonably predict 

that the three pieces of the puzzle of maize transformation, 

namely stable transformation accompanied by subsequent cell 

division, regenerability, and fertility/transmission, would come 

together via any available methodology employing any available 

maize starting material, including scutellum, much less that the 

biolistic transformation of friable embryonic Type II callus 

would be the path to success. 

In In re Wood, 202 USPQ 171, 174 (CCPA 1979), the court emphasized that 
“[o]f course, an evaluation of the claimed invention performed by an impartial, qualified third 
party is a valuable indication of the nonobviousness of an invention." The Examiner is 
requested to consider that Professor Phillips' declaration is based on facts derived from his 
extensive experience with the in vitro cell/tissue culture of maize, and that the declaration is 
sufficient to rebut any prima facie case of obviousness established by the cited art, The 
Examiner is also requested to consider that the declaration is particularly effective in view of 
the remoteness of the cited art from the claimed invention; there are no experiments disclosed 
in the cited art relating to (a) obtaining stably transformed dividing cells from any 


transformed maize tissue source, following the use of biolistics to introduce the foreign DNA; 


(b) regenerating RO plants from the transformed callus; or (c) confirming the presence of the 
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foreign DNA in the germline cells of the RO plants. Therefore, withdrawal of the 
obviousness rejection is appropriate and is respectfully requested. 
Therefore, it is respectfully submitted that , aS amended, claims 23 and 29 are 

in condition for allowance, and early notification to that effect is earnestly solicited. 
Respectfully submitted, 
R. C, Lundquist et al, 
By their attorneys, 
SCHWEGMAN, LUNDBERG 

& WOESSNER, P.A. = : 

3500 IDS Center ! 
80 South Eighth Street | 


Minneapolis, Minnesota 55402 
(612) 339-0331 


Dated: 27 Re. /G%y py lore, Olek. 


Warren D. Woessner 
Reg. No. 30,440 
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Washington, 0.0, 20231 





SERIAL NUMBER FILING DATE FIRST NAMED INVENTOR ATTORNEY DOCKET NO. 
WE / 249, 45:3 Vase / a4 LUNDOUIST nk genoa ted state 
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SICHWEGMAN, LUNDBERG & WOESSNER 
ATTN: WARREN Db. WOESSNER 
3500 IDS CENTER 
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sl SOUTH EQGHTH STREET Liking 
MINNEAPOLIS. MN S54n2 DATE MAILED: 
This is a communication trom tha axaminar in charge of your appication. V4/0379% 


COMMISSIONER OF PATENTS AND TRADEMARKS 


EJ ths appilcation has bean exanined Kel pesrnsie ta communicalion filed »_Otlosles SEL ms action is mada final, 


A shortened statutory period for response to this action is set to exe month(s}, days from the datp of this letter. 
Fallura to respond within the period for response will cause the application to becoma abandoned. 35 U.S.C. 199 


Part? THE FOLLOWING ATTACHMENT(S) ARE PART OF THIS ACTION: 








1. (CT Notice of Rataranoss Clted by Examiner. PTO-292. 2. [_] Notice of Drattsman's Patent Drawing Review. PTO-943 
4. (_] Notice of Art Cited by Applicant, PTO-1449. 4. [2] Notice of informal Patent Applicaton, PTO-152 
5. LJ information on Haw to Elect Drawing Changes, PTO-1474. s. [.] 7 


w+ 


—, OF ACTION 
¥. Claims Ad ! a t 2. aro pending In tha application. 


Of the above, clalms awe withdrawn from consideration. 


2 Th caine AD 2K 




















have been cancelled, 
3. Cl Clalens are alowed. 
4, C) Claleres are rojectad. 
5.0 claims are objected to, 
6. (_] claims dite subject to restrictan or election requirement. 





7. This appication has been filed with Informal drawings under 37 C.F.F. 18S which am acceptable for axamination purposes. 
a. Formal drawings are required In response to this Office action. 


0. [J The corrected or substitute drawings have been recetved on , Under 37 C.E.R. 1 84 these drawings 
are {] acceptable; CI not acceptable (see axplanation or Notice of Draftsman's Patent Drawing Review, PTO-94a)}. 


1. cE] The proposed additional or substitute sheel{s} of drawings. fied on 
examiner; [) dlaaperoved by the examinar (eee explanation), 


Tt. ia The proposed drawing carrection, fled 


. has (have} been OClaporaved by the 





hasbeen approved; O disapproved (see explanation). 


12. L] Acknowledgement is made af the claim tor priority under 38 U.S.C 119. The cartiied copy has Cbeen received [I not been recaived 
EJ boan fled In parent application. sarial no. : Sled on 











13, i Since this appikeation apppears to be in candidea for allowance except for fermnad matters. prosecution as to the morits ls closed in 
accordance with the practica urcder Ex parte Quayle, 1995 C 0. 14: 453 0.G. 219. 
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Serial No. 08/249,458 2 ot4 
Art Unit 1803 


The Art Unit location of your application in the PTO has changed. To aid in correlation of 
any papers for this application, all further correspondence regarding this application should be 
directed to Group Art Unit 1803. 


Status of the Application. 


Claims 25-28 have been canceled, Claim 23 is newiy amended. Contrary to Applicants 
Statement claims 23-24 and 29 are currently the only claims pending as claim 24 has not been 
canceled. 


The instant application is a continuation of prior US application serial No. 07/974,379 and 
not a continuation in part as indicated in the previous Office Action. 


Appiicants' statement regarding the filing of a terminal disclaimer, if necessary, in the 
event that allowable subject matter is indicated in noted 


issues of Double Patenting. 


Claims 23, newly amended, is rejected and claims 24 and 29 remain rejected under the 
judicially created doctrine of obviousness type double patenting for the reasons of record as 
applied to claims 23-29 as set forth at page 2 of the previous Office Action, 


Applicants amendment to claim priority to grandparent application serial No. 07/467,983 in 
the instant Rule 60 continuation is noted Note that the instant application and copending serial 
No 07/974379 have identical priority dates. Accordingly a timely filed terminal disclaimer under 
37 CFR 1.321(b} would overcome this issue. 


The rejection of claims 23, 24 and 29 under judicially created doctrine of obviousness type 
double patenting over serial No. 08/233,076 is withdrawn in view of the eariier filing date of the 
copending application. 


Issues under 35 U.S.C.§ 112. 
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Serial No. 08/249 458 3 af 4 
Art Unit 1803 


The rejection of claims 23, 24 and 29 under 35 U.S.C § 112, first Paragraph, as applied to 
claims 23-29 and as set forth at page 3 of the previous Office Action is withdrawn in view of 
Applicants’ amendment. 


issue under 35 U.S.C.§ 103, 


The rejection of claims 23, 24 and 29 under 35 U.S.C.§ 103 as obvious over copending 
application 08/233076 as set forth at page 4of the previous Office Action is withdrawn in view of 
Applicants priority to serial No. 07/467,983. 


The rejection of claims 23-24 and 29 under 35 U.S.C.§ 103 as obvious over Klein et al. in 
view of Armstrong et al. as set forth at pages 4-5 of the previous Office Action is Withdrawn in view 
of Applicants’ arguments. 


Claims 23, 24 and 29 are free of the prior art. 
No claim is allowed. 


THIS ACTION iS MADE FINAL. Applicant is reminded of the extension of time policy as 
Set forth in 37 CFR 1.136(a) 


ACTION. 


Any inquiry conceming this or earlier communication from the examiner should be 
directed to Gary Benzion, Ph.D whose telephone number is (703) 308-1119. The examiner can 
normally be reached on Monday-Friday frorn 8 AM to 4:30 PM. 


If attempts to reach the examiner by telephone are unsuccessful, the examiners 
supervisor, Douglas W. Robinson can be reached on (703)-308-2897, 


Page 13 of 50 
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Serial No. 08/249,458 4of4 
Art Unit 1803 


Any inquiry of a general nature or relating to the status of this application should be 
directed to the Group receptionist whose telephone number is (703) 308-0196 


Papers related to this application may be submitted to Group 180 by facsimile 
transmission. Papers should be faxed to Group 180 via the PTO Fax Center located in Crystal 
Mall 1. The faxing of such papers must conform with the notice published in the Official Gazette, 
1096 OG 30 (November 15, 1989). The CM1 Fax Center number is (703)-308-4227, 


Benzion 
03/28/95 Ze iS sco) 
GARY BENZION 
PRIMARY EXAMINER 
GROUP 1800 


ee 
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TO: Honorable Commissioner of FROM: Warren D. Weaganar .s 
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Patent Examining Corps 
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Document Transmitted: emant al dmant (3 ‘ 
Applicant: Ronald ¢. Lundouist etal. Examiner: G. Bengion 
Serial No. :_08/249,458 Group Art Unit: 1804 
Filed; May 26, 1994 Docket No.: 956.0012 
Title: FERTILE GENIC CORN PLANT'S 





Please charge any additional fees‘or credit verpayment te Deposit Account No. 


19+0743. 
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Name:  W 2D. Woessner 


Reg. No.: 30,446 


I hereby certify thac this paper is belng tranemitted by facsimile to the u.g. 
Patent and Trademark Office on the date shown below, 
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O3/28/95 13:58 ei2 339 3081 SCHWEGHAN, LUNDB an2 
CRU hi i 
UF FICIAL 
PATENT 
E_UNITED STATES T_.AND 
Applicants: R. C, Lundquist et al. Examiner:  G. Benzion 
Serial No.: 08/249,458 Art Unit: 1804 
Filed: May 26, 1994 Docket: 950.001 US82 
For: FERTILE TRANSGENIC CORN PLANTS 
Hon. Commissioner of Patent FAX CEN 
and Trademarks AeCeeer 
Washington, D. C. 20231 
MAR 25 1995 -- 
SUPPLEMENTAL AMENDMENT 
GROUP 1899 


Sir: 
To supplement the Amendment filed December 27, 1994, please amend the 


above-identified application as follows: 


In the Claims 
3 Please add the following claims: he ea heer 


4 sn if The process of claim 24 further comprising (iv) obtaining progeny from said 


a pr 


fertie transgenic plant of step (iii), which comprise said DNA. 


Claint 3, The process of claim 30 wherein said progeny are obtained by crossing said 


fertile transgenic plant of‘step (iii) with an inbred line. 
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001 
2 03/28/85 14:00 $612 339 3081 SCHWEGMAN, LUNDB i 


ay The process of claim Fa or He pt seed from said progeny 


and obtaining further as comprising said DNA from said seed, 





suc The process of.claim 2 Wherein the progeny obtained in step (iv) are crossed 
)y back to tHe inbred linc, io obtain further progeny which comprise said DNA. 


chin 9 The process of claim 74 wherein seeds are obtained from said further progeny 
plants and plants comprising said DNA are recovered from said sced. 
Claim 3S. The process of claim 7 Wherein said further PIOBeny are crossed back to the 


inbred. line to obtain progeny which comprise said DNA. 


Claims 30-35 having been added, the claims pending in the above-identified 
application are claims 23, 29 and 30-35. 

Claims 30-31 are supported by the specification at Pages 31-34, wherein the 
Presence of the introduced DNA is confirmed in the Rl generation plants, which are obtained 
by crossing the RO plant with AI88, B73 and O43, 

Claims 32-35 are Supported by orivinally filed claim 13, and at pages 19-20 of 


the specification, which set forth methodologics for obtaining R2 and higher generation 


Progeny plants from the initial RO transgenic plants. 
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03/28/95 14:00 812 339 3041 SCHWEGHAN, LUNDB (a) 
; 002 


When the Examiner takes the application up for the next Office Action, 
consideration of these armendments and remarks is respectfully requested. 
Since the Amendment Aled on December 27, 1994 was fully responsive to the 
Office Action, it is believed that no extension fecs are due for filing this amendment. 
However, if any fees are duc, please charge them to Deposit Account No. 19-0743. 
Respectiully submitted, 
R. C. Lundquist et al., 
By their attorneys, 
SCHWEGMAN, LUNDBERG 
& WOERSSNER, P.A. 
3500 IDS Center 
80 South Eighth Street 


Minneapolis, Minnesota 55402 
(612) 339-0331 


Doted: - 28-95 py Abe, OM bere 


Warren D. Woessner 
Rey. No. 30,440 
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UNITED STATES DEPARTMENT OF COMMERCE 
Patent and Trademark Office 


Address: COMMISSIONER OF PATENTS AND TRADEMARKS 
Washington, D.C. 20231 


SERIAL NUMBER FILING DATE FIRST NAMED APPLICANT ATTORNEY DOCKET NO, 


wv 









PATE MAILED: 


EXAMINER INTERVIEW SUMMARY RECORD 


All participants (applicant, applicant's representative, PTO pertannel): 





{1} = # ON ON het y SL hate Shang {3} sida iewerrinct : : = — 
oe 
(27_ CU pally ah § (4) 
Date of interview 2579S” . 
Type: WL Tetephonic C] Personal (copy is given ta Cl eppileant (1) applicant's representative). bat 


Exhibit shown or demonstration conducted: () Yes Neve VE yes, briaf descrip tie: en ere te ee 


se LAD LCN TATA er trent rarest sanggpeer ranasssnunean 
was reached with respect to tome or sli of the claims in question. [1] wes not reached. 


Idantification of prior art discussed: 


Description of the general nature of what was agreed to Hf an agreement was reached, or any other comments: oy papell Z. Li 








ff , t 
’, » - / Pde 
f s, y) , i 
: } 
A bal 9" hed ae “ts en y hl ree arth i, Mi a Aapon a * O a Ly 








{& fuller description, if necessary, and a copy of the amendments, if evailabie, which the examiner agreed would render the claims atiowabie must ba 
attached. Also. where no copy af the amendments which would render the claims stiowable js svailabin. « summary thereof! must be ettached.} 


Uniess the psragraphs below have been chacked to indicate to the conyary, A FORMAL WRITTEN RESPONSE TO THE LAST OFFICE ACTION i§ 
NOT WAIVED AND MUST INCLUDE THE SUBSTANCE OF THE INTERVIEW le q., itera 17 on the reverse side of this form}, If s retponse to the 
last Office action has already bean filed. then applicant is given one month from this interview date to provide a statement of the substance of the interview. 


es Is HOt necessary for applicant to provide # separate record of tha substance of the interview. 


C] Sines the examiner's interview summary above fincluding any attschments) reflects 3 complete response to aach of the objections, rejections and 
requirements that may be preiant in the last Office action, and since the cleimns are n ) . thin completed farm is considered to fulfil} the 
response requirements of the last Office action. 








PTOL 4tJ iREV 1-84} 


ORIGINAL FOR INSERTION IN RIGHT HAND FLAP OF FILE WRAPPER 
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UNITED STATE. DEPARTMENT OF COMMERCE 
Patent and Trademark Office 


Address: COMMISSIONER OF PATENTS AND TRADEMARKS 
Washington, OG, 20234 





SERIALNUMBER | FIUNGDATE | FIRST NAMED INVENTOR ATTORNEY DOCKET NO. 
US/249. $503 I / 26/394 LUNE DST = SiS 





BENZ DOIN. th 


1ania/0-426 ART UNIT 
SHWEGMAN. LUNDRERA & WCESSNER 
ATTN: WARREN 2. WHESSNER 
4500 IDS CENTER 
#0 SUUTH EIGHTH STREET Listen 
MINNEAPOLIS. MN 35402 DATE MAILED: 


D4/ 26/395 
This Is & communtcation from the examiner in charga of your application. 


COMMISSIONER OF PATENTS ANO TRAGEMARKS 


(] This apalication has bean axaminad Pe osoons fa communication filed on 3/28/95 Y This action Is mada final, 


A shortened statutory period for raspansa {o this action Is sat to expire \nanth(s), athe. days tra the date of thls fatter. 
Filure to respond within tha period far respanse will cause the appileation to becoma abandoned, 38 U.S.C 133 





Parti THE FOLLOWING ATTACHMENT(S) ARE PART OF THIS ACTION: 


+. C2] Notice of Retaronces Cited by Examiner, PTO-292. 2 [7] Notes of Drattsman's Patent Drawing Review, PTO-948, 
2. (2) Notice of Ant Cited ty Appilcant, PTO-1449. 4. [7] notice of informal Patent Application, PTO-152 
Information an How to Effect Drawing Changes, PTO-1474_ 6. 





Partil SUMMARY CF ACTION 


1. Tom 23 2v¢AIL 39-3F pending in the appileavan. 











Of the above, claims | are withdrawn from consideration. 
2. [El crams fAS7 2Y hava been cancelled. 
q, Cj Claims are allowed. 
4. Rg ciaims 24 29 BS ara fejected. 
5] ciatms ara objected to. 
$. CJ Clalriss are subject to restriction of electian requirament. 





te Cl This application haa been fled with informal drawings under 37 C.F.R, 1.85 which are acceptable tor axaminadon purposes, 
8. CI Formal drawings ara raquirod in response to this Office action. 


9. (.] The corectad or substitute drawings have been received on _ Under 47 C.F.R. 1.84 thesa drawings 
are D] acceptable; (] net acceptable (sae explanation ar Notica af Draftsman's Patent Drawing Raview, PTO-948)}, 


10. CI Tha pmposed additional ar substitute shee!(s) of drawings, fled an 


. has (have) been Clapproved by the 
examiner, (J disapproved by the examinar (sae axpianation). 





11. C] Tha proposed drawing correction, fled hasabean (Clapproved; (2 disapproved (see explanation}. 





12, (] Acknowledgement Is made of the dalm for pelority under 35 U.S.C. 119. The certified copy has Cl been recalved fl nat been recatved 
CI been flied ln parant appication, sada nea, : Hed an 





11, = Since this application apppdars to be in conditian for allawancy except for formal mattara, prosacutian as to the martts is clased in 
accomance with the practice under Ex parte Quayle, 1995 C.D 11;459 O.G. 213. 


14, Cj Other 


EXAMINER'S ACTION 
PrOts2t (Rev. 2/93) SM 0001050 
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Serial No. 08/249 458 2 of 4 
Art Unit 1803 ; 


The Art Unit location of your application in the PTO has changed. To aid in correlation of 
any papers for this application, all further correspondence regarding this application should be 
directed to Group Art Unit 1803. 


Status of the Application. 


Claims 25-28 have been canceled Claim 23 is newly amended and claims 30-35 have 
been newly added in the amendment filed 03/28/95. Claims 23, 24, 29 and 30-35 are the only 
claims pending 


The instant application is a continuation of prior US application serial No. 07/974,379 and 
not a continuation in part as indicated in the previous Office Action. 


Applicants’ statement regarding the filing of a terminal disclaimer, if necessary, in the 
event that allowable subject matter is indicated in noted. 


issues of Double Patenting, 


Claims 23, newly amended and claims 30-35, newly added, are rejected and claims 24 
and 29 remain rejected under the judicially created doctrine of obviousness type double patenting 
for the reasons of record as applied to claims 23-29 as set forth at page 2 of the previous Office 


. 


Action. 


Applicants amendment to claim priority to grandparent application serial Na. 07/467,983 in 
the instant Rule 60 continuation is noted. Note that the instant application and copending serial 
No. 07/974379 have identical priority dates. Accordingly a timely filed terminal disclaimer under 
37 CFR 1.321(b} would overcome this issue. 


The rejection of claims 23, 24 and 29 under judicially created doctrine of obviousness type 
doubie patenting over serial No. 08/233,076 is withdrawn in view of the earlier filing date of the 


copending application. 


Issues under 35 U.S.C.§ 112, 
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Serial No. 08/249,458 ; 3 of 4 
Art Unit 1803 


Claims 33 and 35 are rejected under 35 USC. § 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which applicant 


regards as the invention. 


The limitation in claim 33 to the process step in claim 31 (step iv in claim 30) is limited to 
crossing the progeny to an inbred line to obtain further progeny which comprise said DNA. The 
process step of claim 31, however, set forth the same limitations in that the progeny are obtained 
by crossing to an inbred line (claim 31) which comprise said DNA (claim 30). Accordingly the 
claims are viewed as substantial duplicates and as such are indefinite. As claim 35 depends from a 
claim 33 it too fails to clearly particularly point out and distinctly claim the subject matter of the 
invention. Substantial limitation or cancellation is suggested. 


The rejection of claims 23, 24 and 29 under 35 U S.C § 112, first Paragraph, as applied to 
claims 23-29 and as set forth at page 3 of the previous Office Action is withdrawn in view of 
Applicants’ amendment. 


issue under 35 U.S.C.§ 103. 


The rejection of claims 23, 24 and 29 under 35 U 5.C.§ 103 as obvious over copending 
application 08/233076 as set forth at page 4of the previous Office Action is withdrawn in view of 
Applicants priority to serial No. 07/467,983. 


The rejection of claims 23-24 and 29 under 35 U.S.C.§ 103 as obvious over Klein et al. in 
view of Armstrang et al. as set forth at pages 4-5 of the previous Office Action is withdrawn in view 
of Applicants’ arguments 


Ciaims 23, 24, 29 and 30-35 are free of the prior art 


No claim is allowed. 


Applicants’ amendment necessitated the new grounds of rejection. Accardingly, THIS 
ACTION IS MADE FINAL. See MPEP 706. 07(a). Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 
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Serial No. 08/249,458 , 4of 4 
Art Unit 1803 


A SHORTENED STATUTORY PERIOD FOR RESPONSE TO THIS FINAL ACTION IS 
SET TO EXPIRE THREE MONTHS FROM THE DATE OF THIS ACTION. IN THE EVENT A 
FIRST RESPONSE IS FILED WITHIN TWO MONTHS OF THE MAILING DATE OF THIS FINAL 
ACTION AND THE ADVISORY ACTION IS NOT MAILED UNTIL AFTER THE END OF THE 
THREE-MONTH SHORTENED STATUTORY PERIOD, THEN THE SHORTENED STATUTORY 
PERIOD WILL EXPIRE ON THE DATE THE ADVISORY ACTION IS MAILED, AND ANY 
EXTENSION FEE PURSUANT TO 37 CFR 1.136(a) WILL BE CALCULATED FROM THE 
MAILING DATE OF THE ADVISORY ACTION. INNO EVENT WILL THE STATUTORY PERIOD 
FOR RESPONSE EXPIRE LATER THAN SIX MONTHS F ROM THE DATE OF THIS FINAL 
ACTION. 


Any inquiry concerning this or earlier communication from the examiner should be - 
directed to Gary Benzion, Ph.D whose telephone number is (703) 308-1119. The examiner can 
normally be reached on Monday-Friday from 8 AM to 4:30 PM. 


If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
Supervisor, Douglas W. Robinson can be reached on (703)-308-2897, 


Any inquiry of a general nature or relating to the status of this application should be 
directed to the Group receptionist whose telephone number is (703) 308-0196, 


Papers related to this application may be submitted to Group 180 by facsimile 
transmission. Papers should be faxed to Group 180 via the PTO Fax Center located in Crystal 
Mail 1 The faxing of such papers must conform with the notice published in the Official Gazette, 
1096 OG 30 (November 15, 1989). The CM1 Fax Center number is (703)-305-3014. Informal! 
communication may be sent via facsimile at 703-308-7362. The examiner should be notified at 
extension X-1119 of any informal communication prior to its transmittal. 


Benzion 
04/25/95 
GARY BENZION 
PRIMABY EXAMINER 
GROUP 1800 
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TR" JJNITED STATES PATENT AND TRADER 2K OFFICE 








Applicant: RC. Lundquist et al. 

Title: FERTILE TRANSGENIC CORN PLANTS 

Docket No.: 950.001US2 Serial No.: 08/249,458 

Filed: May 26, 1994 Due Date: June 26, 1995 

Examiner: G. Benzion iad Ar Unit: 1803 

BOX AF st 
Assistant Commissioner for Patehg@ Hes spon LLn let a CER LNG 


Washington, D.C. 2023] 


Exydrttd. Exonng PYOCEdue- 
Sir: Group iao4 


ae 
We are transmitting herewith the attached: “ - 
XX Transmittal sheet in duplicate containing Certificate under 37 CFR 18 - 
. _,, Sheet(s) of _ formal _ informa! drawing(s). Wy 
. An Assignment of the invention to and Recordation Form Cover Sheet. 9 19 
A certified copy of a _ application, Serial No. _, filed , 19, the right of priority of which is claimed inde 35USC aS 


~~ 


Section 119. 
Small entity status of this application will be established at a later date. 
A verified statement to establish small entity status under 37 C.F.R. 1.9 and 1.27. 
A signed Combined Declaration and Power of Attomey. 
An unsigned Combined Declaration and Power of Attorney. . 
A check in the amount of $ to cover the Missing Parts Fee. “ 
A check in the amount of $_ to cover the Assignment Recording Fee. 
A, retum postcard, 
on 












_ Amendment _. No Additional fee is required 


(1) (2) 
Claims Highest 
Remaining Number 
After Previously 
Amendment Paid For 


TOTAL CLAIMS 


INDEPENDENT 
CLAIMS 


(] MULTIPLE DEPENDENT CLAIM PRESENTED 





ff the difference in Column (7) is less than zero, enter "0" in Column ). 


Please consider this a PETITION FOR EXTENSION OF TIME for sufficient number of months to enter these papers and 
please charge any additional required fees or credit overpayment to Deposit Account No. 19-0743. A duplicate copy of this 
sheet is enclosed. 


CERTIFICATE UNDER 37 CFR 1.8: The undersigned hereby certifies that this ‘Iransmittal Letter and the paper, as described 


hereinabove, are being deposited in the United States Postal Service, as first class mail, in an envelope addressed to: Assistant 
Commissioner for Patents, Washington, D.C. 20231, on this 3ist_ day of May, 1995. 














SCHWEGMAN, LUNDBERG & WOESSNER. P.A. By: 

3500 IDS Center, Minneapolis, MN 55402 (612-339-0331) Name: Warren D. Woessner 
Reg. No, 30,440 
WDW:LDL 


ae SM 0001054 
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Cu..es. and Mail 
at 
BOX AF 2, aks, 








on 

PAT 

| ATENT Pon 
S/IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Applicants: R. C. Lundquist et al. Examiner: G. Benzion 

Serial No.: —08/249,458" Art Unit: 1803 

Filed: May 26, 1994 Docket: 950.001US2 

For: FERTILE TRANSGENIC CORN PLANTS 

til 

Assistant Commissioner for Patents . 

Washington, D. C. 20231 en 


f . * 
RESPONSE UNDER 37 C.F.R. §1.116 - EXPEDITED exam 9 | 
PROCEDURE - GROUP 1803 1995 





Sir: 
.In response to the Office Action, mailed April 26, 1995, reconsideration and 
withdrawal of the rejection claims of the above-identified application is respectfully requested. 

At page 3 of the Office Action, the Examiner rejected claims 33 and 35 under 35 
U.S.C. §112(2) as indefinite, on the basis that claims 31 and 33 are substantial duplicates. 
This rejection is respectfully traversed. 

Briefly, claim 31 recites that in step (iv), "R1" progeny of the "RO" plant of step (iii), 
are obtained by crossing the RO plant with an inbred line. Claim 33 effectively recites step 
(iv), obtaining "R1" progeny; (v) crossing the "RI" progeny with the inbred line, and (vi) 
obtaining further "R2" progeny. 

Step 34 recites that (vii) the "further (R2) progeny” are crossed back to the inbred line 
to obtain "R3" progeny. 

Therefore, the claims are not duplicates, and withdrawal of the rejection is appropriate, 


and is respectfully requested. 
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Response Under 37 C.F.R. §1.116 Page 2 
In Re Application of: Ronald C. Lundquist 
Serial No.: 08/249,458 

Filing Date: May 26, 1994 

FERTILE TRANSGENIC CORN PLANTS 





To obviate the obviousness-type double patenting rejection, a Terminal Disclaimer is 
enclosed herewith, The Terminal Disclaimer, executed by the Assignee, disclaims the term of 
any patent to issue out of the present application that might extend beyond the term of any 
patent to issue out of commonly-assigned, co-pending U.S. application Serial No. 07/974,379. 

It is respectfully submitted that all of the claims have been placed in condition for 
allowance, id notification to that effect is earnestly solicited. 

Also enclosed is a check in the amount of $110.00 to cover the fee for submission of 
the Terminal Disclaimer. 

Respectfully submitted, 

R.C. LUNDQUIST ET AL. 

By their attorneys, 

SCHWEGMAN, LUNDBERG & WOESSNER, P.A. 
3500 IDS Center 

80 South Eighth Street 


Minneapolis MN 55402 
(612) 339-0331 


Dated: 3/ a 1795s: LZ 


Warren D. Woessner 
Reg. ID 30,440 | 
WDWi/skh 














a 
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iv AS UNITED STATES DEPARTMENT OF COMMERCE 
Patent and Tradamark Office 


\ By Address: COMMISSIONER OF PATENTS AND TRADEMARKS 
Washington, D.C. 20231 






08/2458 SRelay Lundiruct ofal PSO, [USD 








DATE MAILED; 
EXAMINER INTERVIEW SUMMARY RECORD 


All participants (appicant, applicant's represartative, PTO personnal: 


{1} L athnd fb it] in LLY SAY Cs (3) 
@ 





{2) (A c LM cA, {4} 
y €) 
Date of Interview A Uf 


Type: UXT elephonic (J Personal (copy is givento Cl applicant applicant’s representative). 


Exhibit shown or demonstration conducted: Yes No. if yes, betel description: 


fo Bome or ail of the clalma in uestion, () was not reached. 


(A fuller description, if necessary, and a Copy of the amendments, Hf avaliable, which the axaminer agreed would rander the clalms allowabie must ba 
attached. Also, where no copy of the amandmants which would render the clalms allowable ts available, a summary thereot must ba atlachad } 


Cl 1. Itls not necessary for applicant to provide a separate record of the Substance of the Interview. 


Unies the paragraph below has been checked ta Indicate to the contrary, A FORMAL WRITTEN RESPONSE TO THE LAST OFFICE ACTION iS NOT 
WAIVED AND MUST INCLUDE THE SUBSTANCE OF THE INTERVIEW {9.g., tems 1-7 on the reverse side of this form). If a response to the last Office 
action has already been fled, then applicant is given one month from this interview date to provide a statement of the substance of the interview. 


CJ 2. Sinca the examiner's interview Summary above (Including any atlachments) reflects a complete response to each of the objections, rejections and 
requirements that may be present In the last Otfice action, and since the claims gre-now-aites 
response requirements of the last Office action. Applicant ls not raileved from providing 2 sepe 
box 1 above is also checked, 





PTOL-413 (REV. 2-93) 


neh ne bel) thd nies En CLE nT Ee 
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7) p 
Tana 





IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
nn eats AERA EN A AIND TRADEMARK OFFICE 





Applicants: R. C. Lundquist et al. Examiner: G. Benzion 

Serial No.: 08/249,458 Art Unit: 1803 

Filed: May 26, 1994 Docket: 950.001US2 

For: FERTILE TRANSGENIC CORN PLANTS 

Assistant Commissioner for Patents ; hy "bein 

Washington, D. C. 20231 We a9) ot ay 
TERMINAL DISCLAIMER = 

re 
Sir: | “9 


Petitioner, DEKALB GENETICS CORPORATION is the owner of 100 percent 
interest in the instant application and in application Serial No. 07/974,379. Petitioner hereby 
disclaims, except as srovided below, the terminal part of the statutory term of any patent 
granted on the instant application, which would extend beyond the expiration date of the full 
Statutory term defined in 35 U.S.C. 154 to 156 and 173 as shortened by any terminal 
disclaimer filed prior to the grant of any patent granted on pending second Application 
Number 07/974,379, filed on November 11, 1992. Petitioner hereby agrees that any patent so 
granted on the instant application shall be enforceable only for and during such period that it 
and any patent granted on the second application are commonly owned. This agreement runs 
with any patent granted on the instant application and is binding upon the grantee, its 
SUCCeSSOrs OF assigns. | 

In making the above disclaimer, petitioner does not disclaim the terminal part of any 


patent granted on the instant application that would extend to the expiration date of the full 


100 MG 04/08/95 08247458 1 148 110.00 CK 
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Terminal Disclaimer Page 2 
In Re Application of: Ronald C. Lundquist 

Serial No.: 08/249.458 

Filing Date: May 26, 1994 

FERTILE TRANSGENIC CORN PLANTS 


Statutory term as defined in 35 U.S.C. §§ 154 to 156 and 173 of any patent granted on the 
second application, as shortened by any terminal disclaimer filed prior to the patent grant, in 
the event that any such granted patent: expires for failure to pay a maintenance fee, is held 
unenforceable, is found invalid by a court of competent jurisdiction, is statutorily disclaimed 
in whole or terminally disclaimed under 37 C.F.R. §1.321, has all claims canceled by a 
reexamination certificate, is reissued, or is in any manner terminated prior to the expiration of 
its full statutory term as shortened by any terminal disclaimer filed prior to its grant. 

Pursuant to 37 C.F.R. § 3.73, the undersigned has reviewed the evidentiary documents, 
specifically, the Assignments of parent application 07/467,938, filed January 22, 1990, 
abandoned, to DEKALB GENETICS CORPORATION, which has been recorded at ree] 
5265/frame 0274, reel 5947/frame 092, and reel 6790/frame 0593. These assignments 
accomplished the assignment of both the instant application and Serial No. 07/974,379 to 
DEKALB GENETICS CORPORATION, since both these applications are continuations of the 
parent application 07/467,938. The undersigned thus certifies that, to the best of his or her 
knowledge and belief, title of the instant application and Serial No. 07/974,379 is in the name 
of Assignee, DEKALB GENETICS CORPORATION. 

For submissions on behalf of an organization (€.g., corporation, partnership, university, 
government agency, etc.), the undersigned (whose title is supplied below) is empowered to act 


on behalf of the organization. 
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Terminal Disclaimer Page 3 
In Re Application of: Ronald C. Lundquist 
Serial No.: 08/249,458 

Filing Date: May 26, 1994 

FERTILE TRANSGENIC CORN PLANTS 





I hereby declare that all statements made herein of my own knowledge are true and 
that all statements made on information and belief are believed to be true; and further that 
these statements were made with the knowledge that willful false statements and the like so 
made are punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the 
United States Code and that such willful false statements may jeopardize the validity of' the 


application or any patent issued thereon. 


DEKALB GENETICS CORPORATION 






a “ = a“ 
Date Title: 






John H, oe ie ae 


SM 0001060 


Case 1:04-cv-00305-SLR Document217-6 ~~ Filed 01/11/2006 Page 31 of 50 


/ : % | UNITED STATES DEPARTMENT OF COMMERCE 
ef * | Patent and Trademark Office 
N Sa ¢ | ASSISTANT SECRETARY AND COMMISSIONER 
DATE: 01/06/94 “ttre ot =| OF PATENTS ANO TRADEMARKS 
TO: Washington. OC. 20231 
Noé6C 
MERCHANT, GOULD, SMITH, EDELL, WELTER & 
SCHMIDT - WARREN D. WOESSNER 
3100 NORWEST CENTER 
90 S. SEVENTH STREET 
MINNEAPOLIS, MN 55402-4131 


UNITED STATES PATENT AND TRADEMARK OFFICE 
NOTICE OF RECORDATION OF ASSIGNMENT DOCUMENT 


THE ENCLOSED DOCUMENT HAS BEEN RECORDED BY THE ASSIGNMENT BRANCH OF 

THE U.S. PATENT AND TRADEMARK OFFICE. A COMPLETE MICROFILM COPY TS 
AVAILABLE AT THE U.S. PATENT AND TRADEMARK OFFICE ON THE REEI, AND FRAME 
NUMBER REFERENCED BELOW. 


PLEASE REVIEW ALL INFORMATION CONTAINED ON THIS NOTICE, THE INFORMATION 
CONTAINED ON THIS RECORDATION NOTICE REFLECTS THE DATA PRESENT IN THE 
PATENT ASSIGNMENT PROCESSING SYSTEM. IF YOU SHOULD FIND ANY ERRORS OR- 
QUESTIONS CONCERNING THIS NOTICE, YOU MAY CONTACT THE EMPLOYEE WHOSE 
NAME APPEARS ON THIS NOTICE AT 703-308-9723. PLEASE SEND REQUEST FOR 
CORRECTION TO: U.S. PATENT AND TRADEMARK OFFICE, ASSIGNMENT BRANCH, 
NORTH TOWER BUILDING, SUITE 10C35, WASHINGTON, D.C. 20231 


ASSIGNOR: DOC DATE: 08/31/93 
DEKALB PLANT GENETICS, INC. : 


RECORDATION DATE: 12/09/93 NUMBER OF PAGES 005 REEL/FRAME 6790/0593 


DIGEST ; 
PARTNERSHIP TERMINATION AGREEMENT 
ASSIGNEE: ~ Lundin & 
(GPa, Am “ 
DEKALB GENETICS CORPORATION aes 
3100 SYCAMORE ROAD ; 
DEKALB, IL 60115 rep 16 1994 
SERIAL NUMBER 7-636089 FILING DATE 12/28/90 RECE Jtotd 
PATENT NUMBER ISSUE DATE 00/00/00 
a 7 f/ 
EXAMINER / PARALEGAL 
ASSIGNMENT BRANCH E ( fp | V E 
ASSIGNMENT/CERTIFICATION SERVICES DIVISION | j 
tet 
FEB 10 1994 


Mic PLEANT, SGuny > mi fh 
EDELL WELTER & SCHMIDT, PA 
MINNEAPOLIS, MN 58402 


SM 0001061 





Case 1:04-cv-00305-SLR Document 217-6 
70-2 O/ 


“SCORDATION FORM COVER SHF _, 
, PATENTS ONLY 


Pith ol 


ae 
FOR 770-1595 
(Rev. .93) 
oH8 No. 0651-0011 Caxp. 4/94) 


H&G.5696.5-U501 : 


ead 


To the Bonorable Cotmisetoner of Parauce and Trademarks: 

\Nanie of conVeying party(ies)- 72: ) 

AwName of conveying party(ies) [?) 
DeKalb Plant Genetics, Inc, 

Additiozal nama{a} of conveying party(iaa) actached? { ]Yesx {X}Ho 


\3. Nature of conveyance: 
{] Assignment [X] Merger 


{] Security Agreement [] Change of Name 


[] Other 
ct ttt 
Execution Date: August 31, 1993 
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U.S. DEPARTMENT oF 


Patent and Tradan 





Please vacord the attached original dacuments ar copy theraof, 


Name and address of tecciving party(ies): 


Name: DEKALB Genetics Cor Oration 


Internal Address: 
eee 











Street Address: 3100 Sycamore Road 
tte 


City: DeKalb State: IL ZIP: 60115 


Additional name(s) & addresa{az) arrached? { }Yaa IX}No 


tte tee 
Saeed ou ae a 
43¢ Application number(s) or patent number(s): ce = al 
: oe ae ae ; et ee ee LO 
If this document is being filed together with a new application, the execution date of the a uu = ony 
A. Patent Application No.{(s) B. Patent No.(s) a 
07/636,089 amr: 





Additions 





mumbare attached? , 








s/ Nameiand address of party to whom correspoldenes 
concerning document should be mailed: 


Names Warren D. Woessner 


Address: Merchant, Gould, Smith, Edell, 
Welter & Schmidt 
3100 Norwest Center 
| 90 South Seventh Street 
1 Minneapolis, MN 55402-4131 
| 





A TAT EEHr OYrR Oban emi, 


\ DO NOT USE THIS spare 


ras : L 
. { Stdtement and signature, 
T the 


rue copy of the original documen 


Warren D. Woessner, Reg. No. 30,440 (Uy, C) 
Name of Person Signing ‘oignature 


]Yas 


Total number of applications and 


[X) Ro 








patents involved: .....,,.0.... one 
7. Total fee (37 CFR 3.41): 0.2... $40.00 


X] Enclosed 
] Authorized to be charged to deposit account 


Ny) Please charge any additional fees or credit any 


overpayments to our Deposit account number: 
13~2725 
(A duplicate copy of this page is attached. ) 


“~ 


best of my knowledge and belief, the foregoing information is true and correct and any attached copy isa 
c 


L Joe. 12 73 


Da 
Total mumber of pages including cover sheet, attachzents, and documgnc: 5 





“B Ho. 0651-0011 (exp. 4/94)_ 


So nemnemernncen anne se BA ABIOLYAZ ORDO Jaina AAO 
De not datach this portion 


Mail, documanca to be recorded with required cover sheer information to: 


Bers, 
Washington, D.C. 20231 





Commissioner of Patenta and Trademerts 
Mend yneants 


aheet 43 autimatad to average abour 30 mimires 
gathering the data needed, and coupleting and reviewing the sanpla cover 

ing toa tha U.S. Patent and Tradenark. Office, Office 
D.C. 20231, and to the Office of Managenant and Budget, Paperwork Raduction Profecr 


917592790 


per document to be recorded, 
shear, 
of information #yetens, PR2- 
(0651-0011), 
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083093~-04CP04cpP 
PARTNERSHIP TERMINATION AGREEMENT 


THIS PARTNERSHIP TERMINATION AGREEMENT (this "Agreement") is 
made as of the 3ist day of August, 1993 between DEKALB Genetics 
Corporation, a Delaware corporation (the "Corporation"), and 
DEKALB Plant Genetics, Ine., a Delaware corporation (the 
"Subsidiary"), 


WHEREAS, at 11:59 p.m., C.D.T. on August 31, 1993 (the 


"Effective Time") the Subsidiary will merge with and into the ~y 
Corporation (the "Merger"), and pursuant to the Merger (i) the ~~ 
Separate existence of the Subsidiary will cease, the Corporation = ; 


Will Possess all assets and Property of the Subsidiary and the - 
Corporation will assume all of the obligations of the Subsidiary 
and (ii) the Partnership will be dissolved and terminated; and 


WHEREAS, the Corporation and the Subsidiary desire to enter on 
LD 


TE 


NOW, THEREFORE, in consideration of the covenants and 
agreements set forth herein, the parties hereto agree as follows: 


Ls Termination and Dissolution of the Partnership. 
Effective as of the Effective Time the Partnership shall be 


| terminated and dissolved. 


Properties and assets, tangible or intangible, real, personal or 
mixed, and all of the business, activities and interests of the 
Partnership (the "Partnership Assets") shall be owned and held by 
the Corporation and (li) all of the liabilities and obligations 
of the Partnership (the “Partnership Liabilities") shall be the 
obligations of the Corporation, in each case without any further 
action by or on behalf of the Corporation, the Subsidiary or the 
Partnership. 


3. Pursher Assurances. At and after the Effective Time, 
Che Corporation shall have full power and authority to take any 
further action in the name and for and on behalf of the 
Corporation, the Subsidiary and the Partnership, as may be 
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necessary or desirable to further evidence (i) the transfer to 
and vesting in the Corporation of all right, title and interest 


of the Partnership in, to and under any or all Partnership Assets 


and (ii) the assumption by the Corporation of any or all of the 
Partnership Liabilities, including, without limitation, the 
preparation, execution, acknowledgement, delivery, filing and 
recording, in the name of and for and on behalf of the 
Partnership and the Subsidiary, of all bills of Sale, deeds, 
endorsements, assignments and other instruments of conveyance, 
assumption, transfer or ownership. 


4. Power of Attorney. Each of the Partnership and the 
Subsidiary hereby expressly constitutes and appoints the 
Corporation as its true and lawful attorney-in-fact with full 
power and authority in its name, place and stead to prepare, 
execute, acknowledge, deliver, swear to, file and record any 
bills of sale, deeds, endorsements, assignments and other 
instruments referred to in Section 3 hereof. The foregoing 
appointment shall be deemed to be a power coupled with an 
interest, shall be irrevocable and shall survive the Merger and 
the termination, dissolution, and Winding up of the Partnership 
and the distribution of its assets and assumption of its 
liabilities. 


5. Miscellaneous. This Agreement shall be governed by and 


construed in accordance with the laws of the State of Illinois, 
without giving effect to the conflicts of laws principles 
thereof. Nothing in this Agreement, express or implied, is 
intended to or shall be construed to confer upon any person or 
entity. other than the parties hereto and their successors and 
assigns, any right, remedy or claim under or by reason of this 
Agreement. 

IN WITNESS WHEREOF, the undersigned have duly executed and 
delivered this Agreement as of the date first above written. 


DEKALB GENETICS CORPORATION 





tp 


By: . 
John H’, Witmer, Jr. 
Bt 


Vice esident 
Fé 


a 
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With respect to Section 4 
of this Agreement 


DEKALB PLANT GENETICS, an 
Illinois general partnership 


By: DEKALB Plant Genetics, Inc. 
general partner 








John H. W tm 


/ I ur ® 
Vice President 





By: DEKALB Genetics Corporation, oN 
general partner alot 
f wo oF 
o 6 
By 
ee 
= a os 
iO = 
ON or 


STATE OF ILLINOIS ) 
) SS.: 
COUNTY OF DEKALB ) 


On this 31st day of August, 1993, before me, the 
undersigned, a Notary Public of said State, duly commissioned and 
sworn, personally appeared John H. Witmer, Jr. known to me to be 
the Senior Vice President of DEKALB Genetics Corporation, the 
corporation that executed the within instrument, and acknowledged 
to me that the said corporation executed the same and swore to 
the same. 







er, 


“ OFFICIAL SEAL “ 
DORIS J. RIIPPI 
NOTARY PUBLIC. STATE OF ILLINOIS 
MY COMMISSION EXPIRES 9/3/94 Notary Pub 


dietitian] dia tint ai ane am ae Ldn dn van 


STATE OF ILLINOIS ) 





oo 


) 
COUNTY OF DEKALB } 


On this 31st day of August, 1993, before me, the 
undersigned, a Notary Public of said State, duly commissioned and 
sworn, personally appeared John H. Witmer, Jr., known to me to be 
the Vice President of DEKALB Plant Genetics, Inc., the 

corporation that executed the within instrument, and acknowledged 
to me that the said corporation executed the same and swore to : 


the same, 
” OFFICIAL SEAL “* ; 


DORIS vy. RIPE, 3 
NOTARY PUSLIC. STATE OF ILLINoIs $Notary Public 


MY COMMISSION EXPIRES 9/3/94 


Nt a nn a rT atin, 
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STATE OF ILLINOIS ) 
: ) SS.: 
COUNTY OF DEKALB } 


On this 3ist day of August, 1993, before me, the 
undersigned, a Notary Public of said State, duly commissioned and 
Sworn, personally appeared John H. Witmer, known to me to be the 
Senior Vice President of DEKALB Genetics Corporation, and John H. 
Witmer, Jr., known to me to be the Vice President of DEKALB Plant 
Genetics, Inc., said corporations being all of the partners of 
DEKALB Plant Genetics, the partnership that executed the within 
instrument, and acknowledged to me that the said partnership 
executed the same and swore to the same. 














" OFFICIAL SEAL * 
DORIS J. RIUPPI 
NOTARY PUSLIC, STATE OF ILUNOIS Notary Pub 
MY COMMISSION EXPIRES 9/3/94 


U6Ll9 


TAM 


L650 


Pie 


we ahr a 
rn Oe Oe 2 ean 
SO Gre Se 

ya 
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NOLD; WHiTe & DURKEE 


& Part EON, ConPennen 


Sibeswepe al Lace 


OOS JEFFEREON SAVIB NigitwaAY 








eee 
UTE 404 Mt conven 
ie 
ARLINGTON, VIRGINIA 24202 ATM, ERAS Tero 
TELE PMONE IS arg-¢TER meimmaaiend 






FAL iOee Pest wees 





vite: DEKA:040 
; December 17, 1991 
2 
: elo e- 
Honorable Commissioner of [oe ae 
Patents and Trademarks =. 
Washington, D. C. 20231 7 - 


Attention: Assignment Branch ~ oe 


Re: Recordation of ASSIGNMENT by and between *2 
BioTechnica international, Inc. and 


Enclosed for recordation purposes please find an 


ASSIGNMENT from BioTechnics International, Inc. (a corporation of = 
Delaware) to DeKalb Plant Genetics (an Illinois general oe 
partnership). SCHEDULE A attached to said Assignment lists five Oo 
applications and it is requested that same be cross-referenced = 
against each application, as follows: pa 
Serial No: 07/617,989, Hibberd, et al. = 
Serial No: 07/635,279, Krzyzek, et al. a 
Serial No: 07/467,983, Lundquist, et al. “ & 
Serial No: 07/508,045, Lundquist, et al. N 
Serial No; 07/636,089, Lundquist, et al. 4 


Enclosed is our check in the amount of $200.00 to cover 
said recordation and cross-referencing. Should the check be found 
missing or insufficient, or should there be a credit, the 
Commissioner is hereby authorized to charge any deficiency or 
credit any excess to the account of ARNOLD, WHITE & DURKEE, 
#01“2508, Order No. DEKAQ4OPAR. 


100 HB 12/27/94 07617989 


£581 200.00 cx 91664763 
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ARNOLD, WHITE & OUAKEE ° 


December 17, 1991 
Page i 


Tt is requested that the recorded document be returned 
to the undersigned as follows: 


David L. Parker (DEKA: 040) 
Arnold, White & Durkee 

P. 0. Box £4433 

Houston, Texas 77210, 


Respectfully, ~ 
i ] 


David L. Parker 
Attorney for DeKalb Plant 


£6 0m L46Su 
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ASSIGNMENT 

WHEREAS, BioTechnica International, Inc., a corporation organized and existing under 
and by virtue of the laws of the State of Delaware, and having a place of business at 85 Bolton 
Street, Cambridge, MA 02140 (hereinafter "Assignor*) owns the entire right, title and interest ja 
and to the patent applications listed in Schedule A, below, and the inventions and improvements 
described therein; 

AND WHEREAS, DeKalb Plant Genetics, an Winois general partnership, having a place 
of business at 3100 Sycamore Road, DeKalb, Illinois (hereinafter “Assignee") is desirous of 
acquiring the entire right, title and interest in and to the patent applications listed in Schedule A, 


and the inventions and improvements described therein: 


NOW THEREFORE, to all whom {t may concern, be it known that for and in 
consideration of the sum of One Dollar and other good and valuable considerations, the receipt 
and sufficiency whereof is hereby acknowledged, Assignor has sold, assigned, and transferred, 

" and by these presents does sell, assign and transfer unto said Assignee, its successors or assigns, 
the entire right, title and interest for all countries in and to all inventions and improvements 
disclosed in the patent applications listed in Schedule A, and in and to the said applications, all 
divisions, continuations, or renewals thereof, all Letters Patent which may be granted therefrom, 
and all reissues or extensions of such patents, and in and to any and all applications which have 
been or shall be filed in any foreign countries for Letters Patent on the said inventions and 
improvements, including an assignment of ail rights under the provisions of the International 
Convention, and all Letters Patent of foreign countries which may be granted therefrom; and’ 
Assignor does hereby authorize and request the Commissioner of Patents and Trademarks to issue 
any and all United States Letters Patent for the aforesaid inventions and improvements to the said 
Assignee as the assignee of the entire right, title and interest in and to the same, for the use of 
the said Assignes, its successors and assigns, 


AND, for the consideration aforesaid, Assignor does hereby agree that Assignor and its 
executors and legal representatives will make, execute and deliver any and all other instruments 
in writing including any and all further application papers, affidavits, assignments and other 
documents, and will communicates to said Assignee, its successors and representatives all facts 
known to Assignor relating to said improvements and the history thereof and will cause the 
inventors named on suid patent applications to testify in all legal proceedings and generally do all 
things which may ke necessary or desirable more effectually to secure to and vest in said 
Assignee, its succi:ssors or assigns the entire right, title and interest in and to the ssid 
improvements, inventions, applications, Letters Patent, rights, titles, benefits, privileges and 
advantages here'yy cold, assigned and conveyed, or intended so to be. 


16 Ou 246Suy 


AND, furthermore Assignor covenants and agrees with said Assignes, its successors and 
assigns, that no assignment, grant, mortgage, license or other agreement affecting the rights and 
property herein conveyed has been made to others by Assignor and that full right to convey the 
same as herein expressed is possessed by Assignor. 
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BipTechnica International, Inc. 


By: 
Name: Charles i. Baker 
Officer of BioTechnica International, Inc. 


2 





STATE OF ) 
, }ss. 
COUNTY oF ) 


On this th day of Dutnhee . 19.91 before me Personally appeared abt bk 


to be known and known to me to be the person described in and who executed the foregoing 
instrument, and he/she duly acknowledged to me that he/she executed the same for the uses and 


purposes therein set forth. 


Notary Public 





56 0n 246 Spy 
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Filing | c 
Title Berio] No. Date Znventors | 
An Immunological 7/617,989 11/26/90 Kenneth a, Hibberd 
Me For Selection Peter L, Sadowski 

Of Specific Genetic 
Traits In A Plant 

g Program 
Stable Trans forma~ 7/635,279 12/28/90 Richard a. Xrsyzrek 
tion of Maize Celis Cheryl R.w. Laursen 
By Electroporesis Paul c. Anderson 
Pertile Transgenic 7/467,983 1/22/90 Ronald c. Lundquist 
Corn Plants ‘ David A, Walters ot 
Fertile Transgenic 7/508,045 4/11/90 Ronald c, Lundquist 
Corn Plants , David A. Walters 
Fertile Transgenic 7/636,089 12/28/90 Ronald c. Lundquist 
“orn Plants David A. Walters 
. . | Julie Kirihara 


| +H Obs daetgnce Lap 3/90) core ‘Soviet ‘Union, “Japan ane homarite 
7 Mexicor. - | 24188 1/18/91 | | 
; Argentinas” 318889 1/22/91 
Chinas 91101238.9 1/22/91 
oe . § » Africae = 91/0342 1/17/91 


* Al] Corresponding to U.8. Serial No. 636,089-PATENT ANp 
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ASSIGNMENT 
WHEREAS, 4/WE, ......nonald C. Lundquist and David A. Walters 


residing at_4901 Clear Spring Road, Minnetonka, Minnesota 55345 and 11424 Kell 


Road, Bloomington, Minnesota 55437, respectively, 


made certain new and useful inventions and improvements for whichyl/We executed an application for Letters 


Patent of the United Stateson. January 22, 1990 under Serial No. 07/467,983 


tet. renter aah ertrveteh_Ammtrtemetth rid 


which is entitled FERTILE TRANSGENIC CORN PLANTS 











BloTechnica 
AND WHEREAS, international, Inc. a corporation organized and existing under 
and by virtue of the laws of the State of __.. Delaware , and having an office and place of business at hae 
85 Bolton Street, Cambridge, Massachusetts 02140 (hereinafter Assignee") 


is desirous of acquiring the entire right, tithe and interest in and to said inventions, improvements and application 
and in and to the Letters Patent to be obtained therefor; 


NOW THEREFORE, to all whom it may concern, be it known that for and in consideration of the sum of 
One Dollar and other good and valuable considerations, the receipt and sufficiency whereof is hereby acknowl. 
edged, we have sold, assigned, and transferred, and by these presents do sell, assign and transfer unto said 
Assignee, its successors or assigns, the entire right, title and interest for all countries in and to all inventions and 
improvements disclosed in the aforesaid application, and in and to the said application, all divisions, continua- 
tions, or renewals thereof, all Letters Patent which may be granted therefrom, and all reissues or extensions of 
such patents, and in and to any and all applications which have been or shall be filed in any foreign countries for 
Letters Patent on the said inventions and improvements, including an assignment of all rights under the provisions 
of the International Convention, and all Letters Patent of foreign countries which may be granted therefrom; and 
Wwe do hereby authorize and request the Commissioner of Patents and Trademarks to issue any and all United 
States Letters Patent for the aforesaid inventions and improvements to the said Assignee as the assignee of the 
entire right, title and interest in and to the same, for the use of the said Assignee, its successors and assigns. 


UATE Go2cn 


AND, for the consideration aforesaid X1/we do hereby agree that KxXKXw/we and our executors and legal 
representatives will make, execute and deliver any and all other instruments in writing including any and all fur- 
ther application papers, affidavits, assignments and other documents, and will communicate to said Assignee, its 
successors and representatives all facts known to me/us relating to said improvements and the history thereof 
and will testify in all legal proceedings and generally do all things which may be necessary or desirable more 
effectually to secure to and vest in said Assignee, its successors or assigns the entire right, title and interest in and 
to the said improvements, inventions, applications, Letters Patent, rights, titles, benefits, privileges and advantages 
hereby sold, assigned and conveyed, or intended so to be. 


AND, furthermore X/we covenant and agree with said Assignee, its successors and assigns, that no assignment, 
grant, mortgage, license or other agreement affecting the rights and property herein conveyed has been made to 
others by #8/us and that full right to convey the same as herein expressed is possessed by Ee/us. 
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IN TESTIMONY WHEREOF, We have hereunto set R¥/our hand ie day of 





Ronald C. Lundquist 


STATE or Minpecta, 
. $8, 
COUNTY or tn 


On this AND ay of [Toth vy. 1990 before me personally appeared 
Ronald C. Lundquist to me known and known to me to be the person(s) 


described in and who executed the foregoing instrument, and_.& duly acknowledged to me that 








he executed the same for the uses and purposes therein set forth. 








UX $d. 


Notary Public 


neat KIT L. WOJCIK 
Reriwadys) NOTARY PUILIC — MUNKESOT 
SRS) 0 HENNBUN COUNTY 











My cocwnizsion expires 1450-95 fa 

ead 

CSI 

™N3 

| so En 

CFT 

ss. David A. Walters =a 

COUNTY or Niwa ° S 

vat ~ 

On this_Y tt day of YA NS 820 19_90 before me personally appeared er 
David A. Walters ~~ to me known and known to me to be the person(s) 
described in and who executed the foregoing instrument, and he duly acknowledged to me that 


Le nemenne— OXeCuted the same for the uses and purposes therein set forth. 


4 \wAF.WO 





KiT L. WOJCIK 








SEAL Notary Public 
NOTARY PUBLIC on MINNESOTA ‘ 
. HENNEPIN COUNTY 
My cammirsion expires 11-30-95 
RECORDED 
PATENT AND TRAC EMARI< 
OFFICE 

a17 i ee 

tan 2 6 \zu 
MAG SIZ : 
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UNITED STATES NEPARTMENT OF COMMERCE 
ratent and Tr", nark Office 


ASSISTANT SECRETARY AND COMMISSIONER 
OF PATENTS AND TRADEMARKS 
Washington, D.C, 20231 





TO: MERCHANT, GOULD, ET AL 
3100 NORWEST CENTER 
$0 SOUTH SEVENTH STREET 
MINNEAPOLIS, MN 55402 


UNITED STATES PATENT AND TRADEMARK OFFICE 
NOTICE OF RECORDATION OF ASSIGNMENT DOCUMENT 


THE ENCLOSED DOCUMENT HAS BEEN RECORDED BY THE ASSIGNMENT DIVISION OF 
THE U.S. PATENT AND TRADEMARK OFFICE. A COMPLETE MICROFILM COPY IS 
~ AVAILABLE AT THE U.S. PATENT AND TRADEMARK OFFICE ON THE REEL AND FRAME — 
NUMBER REFERENCEO BELOW. A DIGEST OF THE DOCUMENT HAS ALSO BEEN MADE 
AND APPEARS iN THE OFFICE'S RECORDS AS SHOWN: 


ASSIGNOR: O01 LUNDQUIST, RONALD c, DOC DATE: 03/19/90 

ASSIGNOR: 002 WALTERS, DAVID A. BOC DATE: 03/19/90 

RECORDATION DATE: 03/26/90 NUMBER OF PAGES 002 REEL/FRAME 5265/0274 
DIGEST: ASSIGNMENT OF ASSIGNORS INTEREST 

ASSIGNEE: 501 BIOTECHNICA INTERNATIONAL, INC., 85 BOLTON STREET, CAMBRI. 
DGE, MA 02140 A CORP. OF DE 


SERIAL NUMBER 7467983 FILING DATE 01/22/90 
PATENT NUMBER ISSUE DATE 00/00/00 
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oF Ca ‘ 
FA 4 | UNITED S\../ES DEPARTMENT OF COMMERCE 
: . | Patent and Trademark Office 
iN @ | ASSISTANT SECRETARY AND COMMISSIONER 


*Starey of OF PATENTS ANO TRADEMARKS 
Washington, 0.0. 20231 


MAILED 


SEP 5 (995 
OFFICE OF vine CTOR 
GROUP 1800 
in re Application of 
RONALD C. LUNDQUIST, ET AL. : 
Serial No. 08/249,458 i SUSPENSION 
Filed: May 26, 1994 ; OF PROSECUTION 


For: FERTILE TRANSGENIC CORN PLANTS 


proceeding, if appropriate. Upon expiration of the period of 
suspension, applicant should make an inquiry as to the status of 
the application, 






. Robinson, 
Supervisory Primary Examiner 
Patent Examining Group 1800 


SCHWEGMAN, LUNDBERG & WOESSNER 
ATIN: WARREN D. WOESSNER 
3500 IDS CENTER 

80 SOUTH EIGHTH STREET 


MINNEAPOLIS, MN 55402 
| OM 0001075 
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UNITED STA.._5 DEPARTMENT OF COMMERCE 
Patent and Trademark Office 





Address: COMMISSIONER OF PATENTS AND TRADEMARKS 
Washington, 0.C, 20234 




























SERIAL NUMBER 
08/249,458 


FILING DATE FIRST NAMED APPLICANT ATTORNEY ROCKET No. 









May 28, 1994 Lundquist at al, 960.001U$2 





r ” + 
Banzian, G 
| ARTUNIT | _ PAPER NowaEn 
1803 14 
i 


F | 


DATE MAILED: 
EXAMINER INTERVIEW SUMMARY RECORD 


All participants (applicant, applicant's representative, PTO persannel): 
(1} Warren Woessner (3) 


(2) Gary Benzion (PTO) : (4) ‘i 


Date of interview November 415, 1995 
eA a a 


Type: EX) retephonic Cl] Parsanal {copy is given to {J applicant CI applicant's representative). 


Exhibit shown of demonstration conducted: Cj Yas XI No. If yes, 
\ 


ee 


brief dascription: 


Agreement BJ waa reached with raspact to same or all of the claims in question. Cl Was not reached, 


~ 


Claims discussed: 23 
identification of prior art discussed: none 


‘Bascription of the ganeral natura of what Was agrasd to if an agraement was feached, or any other comments: 


Agreement for amendment to place case in condition for allowance. 


(A fuller description, if nacessary, and a capy of the amendments, if available, which the examiner agraed would render the claims 
allowable must be attached. Also, whare no copy of tha amendments which waouid randar the claims allawabis is available. a summary 
thersof must be attachad.} 


Jy. 


tis not necessary for applicant to Provide a separate racard of the substance of the intarviaw, 


Unless the paragraph below has been chacked to indicate to the contrary, A FORMAL WRITTEN RESPONSE TO THE LAST OFFice 
ACTION IS NOT WAIVED AND MUST INCLUDE THE SUBSTANCE OF THE INTERVIEW {a.g., items 1-7 of the second Page of this farm). 


If a response to the fast Office action has already been filed, then applicant ig givan one month fram this interview date to provide a 
Statement of the substance of the interview, 


2, Since the examiner's interview summary abave {i 


3 that may be present in the fagt Office action, and since the claims are now 
aliowable, this completed farm i§ considarad to fulfill the fasponse requiramants of the last Office action, Applicanc is 
not raleved from providing a saparate record a sybstance af the interview uniass bax 1 above is also checked. 
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2 APPLICANT MUST MAKE THE ORAWING CHANGES INDICATED BELOW IN THE MANNER SET FOATH ON THE REVERSE SIDE 
OF THIS PAPER. 


aQ Orawing informalities are indicated on the NOTICE AE PATENT ORAWINGS PTO.948 sitached hereto or ta Paper No 
CORRECTION IS AEQUIRED 


b ( The BrOposed Crawing correction tied on eee has teen approved by the examuner COARECTION iS 
REQUIRED 


¢. {9 Approved Grawing corrections are deseribed Dy ihe examiner on the anacned EXAMINER S AMENDMENT CORRECTION Is 
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5 An Examiner's Amendment to the record appears below Should the changes be 
unacceptable to Applicant, an amendment may be filed as provided by 37 CFR 1.312 To 
ensure consideration of su-! an amendment, it MUST be submitted no later than the 


payment of the Issue Fee 
The title has been amended as follows: 


10 METHOD FOR PREPARING ILE TRANSGENIC CORN PLANTS. 





In the claims. 


Claim 23 has been amended as follows: 


1 wt (Twice amended). A process for producipe“a fertile transgenic Zea mays plant 


comprising the steps of (i) bombarding inta “‘tegenerable Zea mays cells with DNA- 





coated microprojectiles, (ii) identifying o electing a population of transformed cells and 
(iii) regenerating a fertile transgenig plant therefrom, wherein said DNA is transmitted 
through a complete sexual cyelé of said transgenic plant to its progeny[.] and imparts 


herbicide or insect resistance thereto. 


Authorizaz6n for this Examiner's Amendment was given in a telephone interview 


with Warren Woessner on November 15, 1995 


Any inquiry concerning this or earlier communication from the examiner should be 
directed to Gary Benzion, Ph.D whose telephone number is (703) 308-1119 The 
examuner can normally be reached on Monday-Friday from 8 AM to 4:30 PM. If attempts 

15 to reach the examiner by telephone are unsuccessful, the examiner’s supervisor, Douglas 


W Robinson can be reached on (703)-308-2897, Any inquiry of a general nature or 
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relating to the status of this application should be directed to the Group receptionist 
whose telephone number is (703) 308-0196 


Papers related to this application may be submitted to Group 1800 by facsimile 

20 transmission. Papers should be faxed to Group 180 via the PTO Fax Center located in 

Crystal Mall 1. The faxing of such papers must conform with the notice published in the 

Official Gazette, 1096 OG 30 (November 15, 1989). The CM) Fax Center number is 
(703)-308-4227 Informal communication may be sent via facsimile at 703-308-7362. 


Benzion 
25 11/16/95 


GARY BENZION 
PRIMARY EXAMINER 
GROUP 1900 


WZ 
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"HE APPLICATION IDENTIFIES ABOVE HAS BEEN EXAMINED AND IS ALLOWED FOR ISSUANCE AS A PATENT. 
a 


‘HE ISSUE FEE MUST BE PAID WITHIN THREE MONTHS FROM THE MAILING DATE OF THIS NOTICE OR THIS 
\PPLICATION SHALL BE REGARDED AS ABANDONED. THIS STATUTORY PERIOD CANNOT BE EXTENDED, 


1OW TO RESPOND TO THIS NOTICE: 


Review the SMALL ENTITY Status shown above. lf the SMALL ENTITY is shown as NO: 
if the SMALL ENTITY is shown as YES, verify your A. Pay FEE DUE shown above, or 
currant SMALL ENTITY status: B. File verified statement of Small Entity Status before, or with, 


pay of 1/2 the FEE QUE shown above. 
A. if the status is changed, pay twice the amount of the 


FEE OUE shown above and notify the patent and 
Trademark Office of the change in status, or 

B. tf the Status is the same, pay the FEE DUE shown 
above. 


en 


. Part B of this notice should be completed and retumed to the Patent and Trademark Office (PTO) with your ISSUE FEE. 
Even if the ISSUE FEE has aiready bean paid by charge to deposit account, Part 8 should be completed and returned. 
lf you are charging the ISSUE FEE to your deposit account, Part C of this notica should also be completed and returned, 


t 
os 
rere 


. All communications regarding this application must give series code (or filing date), serial number and batch number, 
Please direct all communication prior to issuance to Box ISSUE FEE unless advised to contrary. 


MPORTANT REMINDER: Patents Issuing on applications filed on or after Dec. 12, 1980 may require payment of 
maintenance fees. it is patentee’s responsibility to ensura timely payment of maintenance 
fees when due. 
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